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Period for' Rep" ^ °' *"* communication Wears on the cover sheet with the correspondence ak^T 
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earned patent term adjustment See 37 CFFM704ftrt 9 commun.cat.on, even if timely filed, may reduce any 

Status 

1 M Responsive to communication(s) filed on 11 January 2009 . 
2a)D This action is FINAL. 2b)|SI This action is non-final. 

3) D HL n l e H?n S a aPPl 5 ati0n iS 5 C u° ndition for allowan ce except for formal matters, prosecution as to the merits is 
Disposition of C.iims * W ' th PraCtiCe ^ EXpane 1935 C D - 11 453 213 ^ ^ * 

4) G3 Claim(s) 1^9 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 13 Claim(s) 1-5 and 7-9 is/are rejected. 

7) £3 Claim(s) 6 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1DD The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
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1 -E Certified copies of the priority documents have been received. 
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3. Q Copies of the certified copies of the priority documents have been received in this National Staae 
* q application from the International Bureau (PCT Rule 1 7 2(a)) 9 
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14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 
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io)U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 

Examiner's Suggestions 

The following are suggestions by the examiner to create a clearer prosecution 
record. These suggestions are not objections or rejections, but merely some things that 
might prove helpful upon consideration by applicant. In claim 8, the claim language 
"provided at least one side" is not clear. Perhaps "provided on at least one side" might 
help clarify the claim. Further, in claim 8, the claim language "the build-up layer" could 
probably be "built-up layer" as claimed previously in the claim. Claim 7, the claim 
language "a semiconductor disposed substantially above the electronic part" appears to 
read on a multitude of scenarios. In any modern electronic equipment there is bound to 
be a semiconductor located substantially above an electronic component, such as that 
of Kawamoto et al. Perhaps adding some structure to the claim would be helpful. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

S/SHJSKir 8 P3te ? ted ° f d6SCribed 3 Printed P ubli «*°n in this or a foreign country or in public 
use or on sale ,n th.s country, more than one year prior to the date of application Jpatenl X Unfed 

Claims 1, 2, 4, 5, 8, and 9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kawamoto et al. (JP 09096046, full English translation, attached). The 
examiner is relying on the full English translation of this JP document. Regarding 
claims 1 and 2, Kawamoto et al. disclose an embedding resin for embedding an 
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electronic part in a wiring substrate comprising at least one of a soluble resin and a 
soluble filler as a soluble component to be dissolved with an oxidizing agent (sections 
0020 and 0030). 

Regarding claim 4, Kawamoto et al. disclose a substrate having an opening, an 
electronic part disposed in the opening, and an embedding resin according to claim 1 , 
wherein the gap between the substrate and the electronic part is filled with the 
embedding resin (Figures 1 and 2). 

Regarding claim 5, Kawamoto et al. disclose a wiring, wherein the wiring is 
provided at least partly on the embedding resin, and the embedding resin is roughened 
at least on an interface thereof in contact with the wiring (section 0020, section 0029, 
and Figures 1 and 2). 

Regarding claim 8, Kawamoto et al. disclose a core substrate and a built-up layer 
provided on at least one side of the core layer and formed by alternately laminating an 
insulating layer and a wiring layer (sections 0021-0026), wherein the core substrate and 
the built-up layer has the opening penetrating therethrough (Figures 1 and 2). 

Regarding claim 9, Kawamoto et al. disclose the instantly claimed process steps 
(section 0012, section 0014, sections 0020 and 0030, and section 00029). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

inlfh e Jn e II ti0, )u Wa M d f s J cr l bed in < 1 ) an application for patent, published under section 122(b) by 
another filed in the United States before the invention by the applicant for patent o ?2) a patent 
granted or. an application for patent by another filed in the United States before the nvenfion bl the 

351 SSSH Tl *? " intemational a PP |ication ^ "d* the tn^^SSS? 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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the United Stat - - was published under Article 21(2) 

Claims 1-5, 8, and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nakamura et al. (6,376,053 B1). Nakamura et al. disclose an embedding resin 
comprising at least one soluble resin (col.4, line 58-col.5, line 24) and a soluble organic 
filler (col.7, lines 3-27) as a soluble component to be dissolved with an oxidizing agent 
col. 10, lines 3-15). 

Regarding claim 2, Nakamura et al. disclose at least one of a liquid epoxy resin 
(col.5, lines 25-64) and an inorganic filler (col.4, lines 32-48) as an undissolved 
component that is not substantially dissolved in the oxidizing agent. 

Regarding claim 3, Nakamura et al. disclose a bisphenol epoxy resin (col.4, line 
58-col.5, line 24). 

Regarding claim 4, Nakamura et al. disclose a substrate comprising a substrate 
having an opening, an electronic part in the opening, and an embedding resin according 
to claim 1, wherein a gap between the substrate and the electronic part is filled with the 
embedding resin (Figure 1). 

Regarding claim 5, Nakamura et al. disclose a wiring, wherein the wiring is 
provided at least partly on the resin, and the resin is roughened at least on an interface 
thereof in contact with the wiring (col. 10, lines 3-15). 

Regarding claim 8, Nakamura et al. disclose a core substrate and a built-up layer 
provided on at least one side of the core layer and formed by alternately laminating an 
insulating layer and a wiring layer, wherein the core substrate and the built-up layer has 
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the opening penetrating therethrough (Figures 3 and 4, and col.8, line 58-col.10, line 
32). 

Regarding claim 9, Nakamura et al. disclose the instantly claimed process steps 
(col.8, line 58-col.10, line 32, and Figures 3 and 4). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

the prior art are soch thai the sob™! Sr a? a wS "Jl *>"9l» to be patented ana 
tnvention wae made to a person hav no ord narv aEfiJ^S FVT" ° bmjs * ** llme *» 

Claims 7 is rejected under 35 U.S.C. 103(a) as being unpatentable 
Kawamoto e. al. (JP 09096046). Kawamoto et al., as applied to claim 1 above, 
set forth and incorporated herein. Kawamoto et al. do not appear to specifically 
disclose a semiconductor disposed substantially above the electronic part. Kawamoto 
et al. do disclose an outer wiring connection (Figure 2) and use of the invention in 
notebook computers (section 0005). Therefore, it would have been obvious to one of 
ordinary skill in the art a, the time the invention was made for a semiconductor to be 
connected to these outer wiring leads at some point substantially above the electronic 
component because semiconductors are prevalent in notebook computers and the 
wiring leads woujd have been connected to something, such as a semiconductor. 



' over 
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Allowable Subject Matter 
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Claim 6 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. A reasonable search of the prior art of record failed to 
reveal the limitations as set forth in claim 6. specifically an electrode with a roughened 
surface as instantly claimed. Kawamoto et al. disclose an outer wiring connection mat 
can act as an electrode, but do not teach or disclose the instantly claimed roughened 
surface. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner shou.d be directed to Christopher M. Keehan whose telephone number is 
(703) 305-2778. The examiner can normally be reached on Monday-Friday, from 6:30 
to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Dawson can be reached on 308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9310 
for regular communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 





Christopher Keehan Ttechnotow O«t»r1700 

April 29, 2003 



